IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 




In re the application of: 



Confirmation No. 2516 



Harri HOLMA et al. 



Group Art Unit: 2616 



Serial Number: 1 0/790,83 1 



Examiner: Afsar M. Qureshi 



Filed: March 3, 2004 



Atty. Docket No. 59864.00560 



For: INTER-FREQUENCY MEASUREMENTS WITH MIMO TERMINALS 



PETITION TO WITHDRAW HOLDING OF ABANDONMENT 
UNDER 37 C.F.R. SLlSKal 



Commissioner for Patents 
P.O. Box 1450 

Alexandria, V A 22313-1450 February 12, 2007 



Sir: 

In accordance with 37 C.F.R. §1.1 8 1(a), withdrawal of the holding of 
abandonment in the above-captioned application is respectfully requested, there being no 
abandonment in fact. Specifically, the Notice of Abandonment issued on January 11, 
2007 (copy enclosed) states that the application is held abandoned for failure to timely 
respond to the Patent and Trademark Office Action dated August 10, 2006. 

Applicants respectfully submit that the period for reply to the Office Action 
dated August 10, 2006 (copy enclosed) was set to expire three (3) months from the 
mailing date of the Office Action (November 10, 2006), and that the maximum statutory 
period for responding to the Office Action was set to expire six (6) months from the date 
of mailing of the Office Action (February 10, 2007). 




Accordingly, the Notice of Abandonment issued on January 11, 2007, was 
issued in advance of the 6-month maximum statutory due date of February 10, 2007, and 
withdrawal of the holding of abandonment and prompt favorable action on the merits are 
respectfully requested. Accompanying this petition is a Notice of Appeal and Petition for 
Extension of Time, which are responsive to the Office Action mailed August 10, 2006. 

As this petition does not result from any error on the part of the undersigned, it is 
respectfully submitted that no Petition fee is due. However, if any fees are due with 
regard to the filing of this Petition to Withdraw Holding of Abandonment, the 
Commissioner is authorized to debit Deposit Account No. 50-2222. If any such fees are 
charged, Applicants request a refund of the petition fee since abandonment, and thus the 
need for this petition, was caused by error on the part of the USPTO. Please telephone 
the undersigned if any questions arise in connection with this matter. 

Respectfully submitted, 

Cuju^ V iX 

Arlene P. Neal, Registration No. 43,828 

Customer Number 32294 
SQUIRE, SANDERS & DEMPSEY LLP 
8000 Towers Crescent Drive, 14^^ Floor 
Tysons Comer, Virginia 22 1 82-2700 
Telephone: 703-720-7800; Fax: 703-720-7802 
APN:jkm 

Enclosures: Copy of Notice of Abandonment dated January 1 1, 2007 
Copy of Office Action mailed August 10, 2006 
Notice of Appeal 
Petition for Extension of Time 
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Please And below and/or attached an Office communication concerning this application or proceeding. 
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Application No\^ ^ 


Applicant(s) 




Notice of Abandonment 


10/790,831 


HOLMA ET AL. 




Examiner 


Art Unit 






Afsar M. Qureshi 


2616 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 



This application is abandoned in view of: 

1 . S Applicant’s failure to timely file a proper reply to the Office letter mailed on 10 August 2006 . 

(a) □ A reply was received on (with a Certificate of Mailing or Transmission dated ), which is after the expiration of the 

period for reply (including a total extension of time of month(s)) which expired on . 

(b) □ A proposed reply was received on , but It does not constitute a proper reply under 37 CFR 1.113 (a) to the final rejection. 

(A proper reply under 37 CFR 1 .1 1 3 to a final rejection consists only of: (1 ) a timely filed amendment which places the 
application in condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for 
Continued Examination (RCE) in compliance with 37 CFR 1.114). 

(c) □ A reply was received on but it does not constitute a proper reply, or a bona fide attempt at a proper reply, to the non- 

final rejection. See 37 CFR 1 .85(a) and 1.111. (See explanation In box 7 below). 

(d) S No reply has been received. 

2. □ Applicant’s failure to timely pay the required issue fee and publication fee, if applicable, within the statutory period of three months 

from the mailing date of the Notice of Allowance (PTOL-85). 

(a) □ The issue fee and publication fee, if applicable, was received on (with a Certificate of Mailing or Transmission dated 

), which is after the expiration of the statutory period for payment of the issue fee (and publication fee) set in the Notice of 

Allowance (PTOL-85). 

(b) D The submitted fee of $ is insufficient. A balance of $ is due. 

The issue fee required by 37 CFR 1.18 is $ . The publication fee, if required by 37 CFR 1.18(d), is $ . 

(c) □ The issue fee and publication fee, if applicable, has not been received. 

3. Q Applicant’s failure to timely file corrected drawings as required by, and within the three-month period set In, the Notice of 

Allowability (PTO-37). 

(a) D Proposed corrected drawings were received on (with a Certificate of Mailing or Transmission dated ), which is 

after the expiration of the period for reply. 

(b) □ No corrected drawings have been received. 

4. □ The letter of express abandonment which is signed by the attorney or agent of record, the assignee of the entire interest, or all of 

the applicants. 

5. □ The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 37 CFR 

1 .34(a)) upon the filing of a continuing application. 

6. □ The decision by the Board of Patent Appeals and Interference rendered on and because the period for seeking court review 

of the decision has expired and there are no allowed claims. 

7. S The reason(s) below: 

No response to Final Rejection (8/10/2006). Examiner left messages (1/2/2007, 1/4/2007) to see if an extension of 
time was requested. 



PRIMARY 

Petitions to revive under 37 CFR 1.137(a) or (b), or requests to withdraw the holding of abandonment under 37 CFR 1.181, should be promptly filed to 
minimize any negative effects on patent term. 

U.S. Patent and Trademark Office 

PTOL-1432 (Rev. 04-01) Notice of Abandonment Part of Paper No. 20070106 
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EXAMINER 



ART UNIT 
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PAPER NUMBER 



2616 
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Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 






- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1.136(a). in no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )El Responsive to communication{s) filed on 5/10/06 and subsequent tele, interviews . 

2a)S This action is FINAL. 2b)Q This action is non-final. 

3) D Since this appiication is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11. 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1 and 61-76 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Ciaim(s) is/are allowed. 

6) IE1 Claim(s) 1 and 61-78 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)(ZI accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a ciaim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .0 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3.1ZI Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) Q Notice of References Cited (PTO-892) 4) 13 Interview Summary (PTO-413) 

2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. 7 / 31 / 06 . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) D Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) O Other; . 



U.S. Paten! and Trademark Office 

PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No7Mal! Dale 20060801 



Application/Control Number: 10/790,831 
Art Unit: 2616 
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Response to Amendment 

1 . This action is responsive to amendment received on 5/10/2006. Examiner notes 

that no agreement to help expedite the allowance could reach during Examiner initiated 
telephonic interviews. 



Claim Rejections • 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 



2. Claims 1 , 61-78 rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The amended claim 1 and claims 74-78 (e.g., 
claim 74, lines 11-13, claim 75, 12-14, etc.) contain subject matter “ to adjust the 
meaning of feedback sent in an uplink direction accordingly to correspond to a resulting 
less than the plurality of data streams prior to a resulting non-MIMO transmission " is not 
clearly defined in the Specification. 





Application/Control Number: 10/790,831 
Art Unit; 2616 
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3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 

claiming the subject matter which the applicant regards as his invention. 

Claims 1 , 61-78 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. “ to adjust the meaning of feedback is not clear, 
and, lacks antecedent basis. 

Appropriate action is requested. 

4. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Afsar M. Qureshi whose telephone number is (571 ) 
272 3178. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Ahmad Matar can be reached on (571 ) 272 7488. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 




Application/Control Number: 10/790,831 
Art Unit: 2616 



Page 4 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Application No. 



Applicant(s) 



Interview Summary 



10/790,831 

Examiner 

Afsar M. Qureshi 



HOLMAETAL 
Art Unit 

2616 




All participants (applicant, applicant's representative. PTO personnel): 



( 1 ) Afsar M. Qureshi . (3) . 

(2) Arlene P. Neal . (4) . 

Date of Interview: 31 July 2006 . 

Type: a)S Telephonic b)Q Video Conference 

c)D Personal [copy given to: !)□ applicant 2)Q applicant's representative] 

Exhibit shown or demonstration conducted: d)(I] Yes e)n No. 

If Yes, brief description: . 

Claim(s) discussed: 1 and 61-78 . 



Identification of prior art discussed: 



Agreement with respect to the claims f)^ was reached, g)^ was not reached. h)[I] N/A. 



Substance of Interview including description of the general nature of what was agreed to if an agreement was 



reached, or any other comments: Examiner pointed out possible 35 USC 112. f ” and 2"" paragraph, problems with 
new subject matter as added in the above ciaims. ApDlication requested for an Office Action indicating the above 
problems. . 



(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable is available, a summary thereof must be attached.) 



THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office action has already been filed, APPLICANT IS 
GIVEN A NON-EXTENDABLE PERIOD OF THE LONGER OF ONE MONTH OR THIRTY DAYS FROM THIS 
INTERVIEW DATE, OR THE MAILING DATE OF THIS INTERVIEW SUMMARY FORM, WHICHEVER IS LATER, TO 
FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See Summary of Record of Interview 
requirements on reverse side or on attached sheet. 



Examiner Note: You must sign this form unless it is an 
Attachment to a signed Office action. 




AFSAR QURSSHr'^ 
PRIMARY EXA/'-iiNER 

«iMo6 

Examiner’s signature, if required 



U.S. Patent and Trademarit Office 

PTOL-413 (Rev. 04-03) 



Interview Summary 



Paper No. 20060801 






^>ummary of Record of Interview Requiremenu 
Manual of Patent Examining Procedure (MPEP), Section 713.04. Substance of Interview Must be Made of Record 

A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record in the 
application whether or not an agreement with the examiner was reached at the interview. 

Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews 
Paragraph (b) 

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as 
wamanting favorable action must be filed by the applicant An interview does not remove the necessity for reply to Office action as specified in §§ 1.1 1 1, i .135. (35 U.S.C. 132) 

37 CFR §1.2 Business to be transacted in writing. 

All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and 
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to 
any alleged ora! promise, stipulation, or understanding In relation to which there is disagreement or doubt. 



The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself 
incomplete through the failure to record the substance of interviews. 

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless 
the examiner indicates he or she will do so. It is the examiner’s responsibility to see that such a record is made and to correct material inaccuracies 
which bear directly on the question of patentability. 

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the 
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction 
requirements for which interview recordation is othenrt/ise provided for In Section 812.01 of the Manual of Patent Examining Procedure, or pointing 
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the 
substance of an interview is completely recorded In an Examiners Amendment, no separate Interview Summary Record is required. 

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the 
“Contents” section of the file wrapper. In a personal intenriew, a duplicate of the Form is given to the applicant (or attorney or agent) at the 
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant’s correspondence address 
either with or prior to the next official communication. If additional correspondence from the examiner is not likely before an allowance or If other 
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next offidal communication. 

The Form provides for recordation of the following information: 

- Application Number (Series Code and Serial Number) 

- Name of applicant 

- Name of examiner 

- Date of interview 

- Type of interview (telephonic, video-conference, or personal) 

- Name of partidpant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.) 

- An Indication whether or not an exhibit was shown or a demonstration conducted 

- An identification of the spedfic prior art discussed 

- An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by 
attachment of a copy of amendments or daims agreed as being allowable). Note: Agreement as to allowability is tentative and does 
not restrict further action by the examiner to the contrary. 

- The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action) 

It Is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It 
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview 
unless it indudes, or Is supplemented by the applicant or the examiner to indude, all of the applicable Items required below concerning the 
substance of the interview. 

A complete and proper recordation of the substance of any interview should indude at least the following applicable Items: 

1 ) A brief description of the nature of any exhibit shown or any demonstration conducted, 

2) an identification of the daims discussed, 

3) an identification of the specific prior art discussed, 

4) an Identification of the prindpal proposed amendments of a substantive nature discussed, unless these are already described on the 
Interview Summary Form completed by the Examiner, 

5) a brief identification of the general thrust of the prindpal arguments presented to the examiner. 

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not 
required. The identification of the arguments is suffident if the general nature or thrust of the principal arguments made to the 
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully 
describe those arguments which he or she feels were or might be persuasive to the examiner.) 

6) a general indication of any other pertinent matters discussed, and 

7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed by 
the examiner. 

Examiners are expected to carefully review the applicant's record of the substance of an interview. If the record is not complete and 
accurate, the examiner will give the applicant an extendable one month time period to correct the record. 

Examiner to Check for Accuracy 



If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner's version of the 
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, “Interview Record OK” on the 
paper recording the substance of the interview along with the date and the examiner’s initials. 
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